Am^ndm^n?. "A" m$ M&spmm t<s Ottida! Action 

REMARKS 

This paper Is being presented In response- to the non-tins^ official action dated June 
16, 2008, wherein: (a) claims 1-52 are pending; (b) claims 17-39 end 50-52 havs been 
withdrawn from further consideration In view of the restriction requirement Imposed in the 
^aroh a, 2006, official action, made fine! herein; (c) claims 1-8 and 13-18 have been rejected 
under 35 USC § 102(b) as being anticipated by each of Benesi U.S. Patent Ho. 6 : 49i,81? 
and Banes! U.S. Paten! No. 6,521,135; (d) claims 40-49 nave been rejected under § 102(b) 
as being anticipated by Hansen et ab U .S. Patent Mo. 5,004,880: and, (a) claims 7-12 have 
been rejected under 35 USC § 103(a) as being obvious over the '817 patent or the '135 
patent . Reconsideration and withdrawal of the rejections are respectfully requested in view at 
the foregoing amendments and following remarks. 

This paper & timely fifed as it is accompanied by a pefiiton under 37 GFR § 1 .138(e) 
for an extension of time to Hie m the first month, end payment of the required extension fee 

t Brtef Summary of the Amendments to the Ctaime 

Dependent: claims 3 and 4 have bom can&elsd and the features recited therein have 
been incorporated Into Independent claim 1 Support tor the amendments to cfasm 1 , 
therefore, may found in the canceled claims of the application as original fifed. No new 
subject matter has bean introduced smo th$ application by the foregoing amendments, 

& The USC § 102(b) Rajaoisorss 

Glalms 1-8 and 13-18 have been refected isnder 35 USC § 102(b) as beine 
anticipated by eacri of BenesI U,S, Patent No: 6>491<81 ? and Benesl U,S. Patent Mo. 
6,521,136, and claims 40-49 hava been resected under § 102(b) as being anticipated by 
Hansen etai U.S. Patent No, 5,004,860: 




"A dairn Is anticipated only if each and ovory element as set forth m the claim is 
found, either expressly or *oheran% dasenbed, in a single prior art reference/" Veroegae^ 
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Bras, v. Union Oii Co, of California, 814 F.2d 628, 631 (Fed Dr. 198?}. Thus , a 
de^elo&llon thai m claim la anticipated under 35 USC § 102 Involves two analytical steps, 
First, the U.S. Patent and Trwtema** Office {9X0} must interpret the claim language, where 
nacaasary, to ascertain \U meaning and scops. In Interpreting the claim language, the PTO & 
permitted to tribute to the claims only their broadest masormbte meaning as understood by 
perrons having ordinary ski!) in 3he art, considered in view of the entire disclosure of the 
apadfteatton. See in m Morris, 127 F,3d 1048, 1054{Fed. Cir. 1997), Second, the PTO must 
compare She construed claim to a single prior art reference and set forth factual findings that 
"each and every Illation Is found either expressly or inherency [disclosed^ In [that] singls 
prbr art reference." Cfefertw Techs, Lid v. Roch^m mil Com., 150 F,3d 1364. 1380(FeA 
Or." mmi Additionally, *jtjha Identical invention mmt be shown m m complete detail as is 
contained In the patent mnV Richardson v, StatJftr Motor Co., 868 R2d 1228, 1236 (Fed. 
Or. 1888), 

B. The § 102(b) Rejection Are Traversed 

The pending claims, of which only claims 1 and 40 are Independent raclte methods 
of separating solids from liquids: 

1 | As amended) A process for separating 
solids from Squids in & filtration zone defining a higher 
concentration zoos and a sower concentration sone 
separated by a filter, the process comprising the steps of: 

{a} lowing a slurry feed composing; a liquid and 
a solid into the higher concentration zone: 

(b) flowing a displacement Iksid to the higher 
concentration zone connte^ounent to the flow of the slurry 
teed; and 

(C) removing at least a portion of the liquid 
through Ihe lilter to the lower concentration sone, producing 
a filtrate; 

the liquid from the slurry feed, 

40, A so^d-llqukl separation process, 
corn pr^sng; 

{a} providing a filter column composing a hollow 
cylinder and at least one filter tube extending in an axial 
direction within the hollow cylinder, wherein at least one tube 
comprises an Integrally attached filter, the filter forming a 
direct connection between an Interior of the tube and an 
{mo; :ot o> ?.i*e no&o^ cy^m.i^^ 

(b) directing a slurry mad Into the hollow 
oyllndon and 

{%) directing a displacement fluid into the hollow 

eyijodoc 

The applicants respoetfelly submit lhat Ihe refected Independent claims Imd rejected claims 
dependant therefrom) era not anticipated by any of the Beneai or Hansen patents because 
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none sf these patents individually discloses all of the features reotei in the resected cSairns, 
Vsrd&ga®! Bros., 814 F 2d si 631 f A claim is aritStipsterf only if each and every element as 
set forth in the claim Is found, either expressly or Inherently described, In a single poor art 
rafstfenoa.*)- Moreover, none of these patents discloses the Invention In as complete detail as 
Is reeled In the rejected claims. See Rkfnm^orh 888 F.2B at 1236 (gating that IQhe 
identical invention must be shown in as complete detail as is contained m the patent claim")* 

1, The B$rt$$i Patents Do Hot Anticipate the Rejected Claims 
The action directs the applicants to "the Figures" of the Benesl patents as the sola 
basis far supporting the antldpata faction of claims 1-6 and 13-18. The Bene® '81 ? 
patent Includes 30 figures, while the Benasl '136 patent Includes 4 figures Notwithstanding 
the shear number of hgures present In the Benees petente, neither the figures nor the text in 
the Benosi patents anticipates the rejected claims as amended herein. Consequently, the 
rejection Is traversed, 

The Beneel patents are directed to a method for extracting liquids from a wet shiny, 
m6 fof producing a substantially dry filler oak* of the solkl rnatenats present In the stay, 
The '817 patent at cel. 1 , lines 1 7-21 ; the >13S patent at col 1 : lines 18-22. Neither of these 
patents however, discloses 'lowing a displacement fluid , . , countercurrent to the flow of the 
slurry fluid" as recited In amended, independent claim 1 (and all de^s dependent 
therefrom). 

The Senesi *817 patent discloses uniformly Introducing a slurry through a distributor 
Into m open fiftar chamber until the chember is fufL See, B.g. y Beoesl Bt? patent at ooL S, 
lines 16-37 (conduit 110 (Fig. 1} : transfer conduit 130 (Figs.. 24, 8), transfer conduit 134 
(Figs, 5> 7, and d}}. Thereafter, the Benesl '81 7 patent teaches that the filter executes a 
series of programmed op&rsticms, where gravity end pressurized ffoids (flowing in ^he Mm» 
direction as the slurry) force the Md present m the slurry through a filter leaving behind a 
substantially dry filter cake atop the filter. Once these programmed operations are complete, 
the chsmber Is opened so that the substantially dry fitter oske may fe& removed. See the 
Bones? '81 7 p&imt at col 5 ? lino 49 to eel 8 ; 6. 

The Banes* s 135 patent discloses the same solid/liquid Mratton process as Is 
disclosed in the Beness '81 / petent, but tocuses on the programmed operation of removing 
the liquid present In the slurry with wash fluids, Bpecfc% ? FSgur* 1 of the Benesl 135 
patent and the accompanying text teach the skilled artisan that a single inlet pspo conveys the 

slurry and venous wash fluids mfo e filtration chamber In the same direction of flow as the 

slurry feed— wherein vatves control It;* ttew of the sluny and venous wash fluids. The Benesl 
v 135 patent at col. ..5, linos 13-48, 
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The Bme&i patents disclose only a hatch filtration process and nether discloses nor 
suggests how its apparatus and process could be modified to accommodate a continuous 
process that Hows "a displacement f§uk!„. countefcurrent to the flow of the slurry SukT as 
molted Irs amended, independent claim 1 (and a;; claims dependent Bwete). The 
applicants submit thai ih« batch processes disclosed In the Beneei patents cannot be 
mddHted to operate in a manner where a displacement fluid flows countttwroent to me flow of 
the slurry feed to be filtered. The action dees not Identify disclosure m the Benesl patents of 
each and mmy feature reelfed In amended, Independent claim 1 , Se<? Vbrafefeatf Bros*, 014 
F.2d at 631 f A dalrn is ani&pgted only if each end every eiemaot as set forth in the claim is 
found, either expressly or inherently described, In a single oner an reteren'oe."}. 
Consequently, the anticipation Section of pending claims 1 , 2. 6, 6, and 13-18 Is traversed, 
and reconsideration and withdrawal ot the rejection are resp&ctluily requested. 

2. The Heosen Patent Doee Mot Anticipate th^ Refeotad Claims 
Contrary to toe action v s conciua^oo, the Haneeo patents disclosure of "slurry T^ter 
units,:' does not anticipate Independent claim 40 or any claim dependent therefrom. 
Independent claim 40 recites "directing a slurry- feed into the hollow cylinder;' in contrast to 
that redtatkm, the Bensen patent clearly discloses a filtration process that passes a liquid- 
crystal slurry through one or more porous roetai tubes? 184, Liquid present In the slurry 
passes from the tubes 164 though the tubes 1 porous boles and Into the tank 166— the slurry 
does not pass Into the tank 168. The l lenaen patent clearly doea not disclose or otherwise 
teach the skied artisan to pass the slurry Into the tank 1 66 in which the tubes 164 are 
disoosed. Toe relevant text froro Ihe Heosen patent descriptive of the slurry filter units 
{shown In Figure 4 of the Hansen patent ) Is as follows; 
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\ ^ompthm ®m or posm& «&t*l te&se M4 tSmsta^ 5 

w&tift3r. Tk* mtte ofost>e§ S$4 k 4et^mmei % tbs 
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The Hensen patent at cot 5, lines 4-13 (descrlb^g features shown in Figure 4}, 
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The Hensen patent doss not anUdpste &?d$p3nd3fti dalm 40 (or any claim 
dependeril therefrom) beoeuss the Bensen p stent doss not expressly or Impliedly < 
each feaiure redted in independent oinlm 40 See Ventegatf »w. , B14 F,2d at 631 f A claim 
is anticipated only If each and; every element as set forth 'm the claim m round, mitm 
oxprnmly or irtherwliy describe?! m e singte pnor art reference;*}. Consequently, the 
anticipation rejection of pending daims 40-49 le traversed., and s 
i of the rejection are- respectfully requested. 



ill. Tha 35 IJSG § 103(a) Reaction 

Depeodem claims 7-12 have been rejected under 36 USC § 103(a) as being obvious 
over each of Bmml US. Patent No. 6,491 ,817 and Bened U.S. Parent Ho. 6,521 .136: 

| Claims ?42 are n^etsd under 36 U.S.C, f ^ he^ng enpsferi§abfe over 

laMMi {mm us nsmmi or % jai.tm 

| Ine&e $&im spadfy delays o? the stay * Stem the broad disclosure of BeoeslJ 
|i Is sebmi&ed that ess o? the system d; tosed by BenesJ to process the stey now 



The Action at p, 4, A response to the obviousness reaction m set forth below, 

A, Preiser Basss for a 1 1 03(e) Rejee&oo 
The PTO "has the burden under § 1 03 to establish a prima fade case of 
obviousness" In re Pine, 83? F.2d 1071 ( 1074 {Fed, Cir 1988), To establish a prima fade 
ease of obviousness, the PTO must setfeJy Bros basic criteria. First the PTO must show thai 
the combined disclosure of the prior ad references teaches or suggests all of the claim 

See MPSP § 2143 {8th asL Rev, 5, Aug, 2008), Moreover, it is TncMrnbent upon 
■ to klentsiy therein each and every facet of the claimed invention Is dfedpead In 
Terence." Esc parfe Levy, 17 USPCffid 1461, 1462 (Sd, Pat, App, & Inter 1980). 

Second, where obviousness b e^uood to ense from a cernbsoetion oti 
across a plurs% of references, the PTO must show the existence of som 
motivation, or teaching to moss sktltod In the ad to make ihe precise combination molted m 
the claims. See iron Grip Barbel! Co. v. USA Sports, ha , 392 ¥M 1317, 1320 (Fed. Qk. 
2004). Compliance with this requirement prevents the PIG's use of ihe inventor's disclosure 
as e blueprint for piecing together the poor art to defeat patentability---- -the essence of' 
hindsight * Eooioctmn, ft* v; Southern G&L Edison Co. 227 ¥M 1361, 1371-72 (Fed, Cb\ 
2000) (quoting in m Dsmbiczak, 175 F. 3d 994. 999 (Fed, Clr. 1999)}. Evidence of a 
: or motivation to combine prior art references may coma from 4 1he prior art 
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references themselves, the knowledge of one of ordinary ski in the art or, m scm« cases, 
front the nature of th^ pro&tefr* to be solved. 1 * B?uw& »§ ^V$k?rnsoo Tod-acco Corp, v; Philip 
Mo?m toe,, 229 R3d 1 120, 1 126 (Fed. Or, 2000). The PTO's showing "must be clear and 
pariR&tar. and bread ccnck&Gry statement* about the teaching of muHiple references, 
standing alone, are not 'evidence ™ id (quoting to m Dmmczak\ 175 F.3d at 1000). indeed, 
the Court of Appeals for the Federal Circuit has consistently held that a person having 
ordinary skjll in the art most net only have bed some motivation to combine the prior ad 
teachings, bet also some motivation to combine the prior art teachings In the pertbolar 
manner claimed, See, e.g., in m Kotmb, 217 F,3d 1366, 1371 {Fed. Or, 2000} fParScuter 
findings mum h<s made as rothe reason tte skilled adman, with no knowings of the claimed 
invention, would have selected these components for combination In the manner claimed."). 

To supped a conclusion that a claimed combination Is prima fade obvious, aimer (a) 
the references rrtust expressly or Impliedly suggest the claimed combination to one of 
ordinary skill In the art, or (b) the PIG must present a convincing line of reasoning as to why a 
person of ordinary ski in the ad would have found the claimed invention to have been 
obvious In light of the teachings of the references, fee & parte Chmx 227 USPQ 972, 973 
(Bd, Pal App, a Inter. 1966); see a&o t fn m PJmhm% 531 F.2d 1048, 1051 (CCPA 1978). 
The mem fact that the prior art could be modified as proposed by the PTO Is not sufficient to 
establish a prima facie case of obviousness. See in m Fritch s 972 F.2d 1260, 1268 {Fed. Or. 
1992). The PTO must explain why the prior mi would have suggested to one of ordinary skill 
In the art the desirability of the modification, in re Rouffai, 149 P\3-d 1 360, 1357 (Fed. Ci*\ 
1998} fin other words, the examiner must show reasons thai the skilled artisan, eonfrom&d 
With the same problems as the inventor and with no knowledge of the claimed Invention, 
wouid select the elements from the cited poor art references for combination/'}. 

Rnaiiy, the PTO must demonstrate that a person having ordinary skill in the art would 
have a reasonable expeclaiion of success when combining the disclosures of the references. 
The suggestion or motivation to make the claimed invention and the reasonable expectation 
of success most both be found In the prior art, sad must not be derived by hindsight from 
knowledge of the application's disclosure, in ro Dow Cham. Go» 837 F.2d 468 : 473 Fed. Cir , 
1988); MPEP§2143. 

Bv The § 103(a) Rejection fas Traversed 

The § 103(a) rejection of dependent claims M2 Is premised on the PTQ's position 
that claims 1 and 2 ? as examined, are anticipated by the Benesl patents. Section I above, 
describes how claim 1 has been amended herein, and Section IL8,1, : above, argues that 
amended stefm 1 is not anticipated by the Benesl patents because those patents do not teach 
all of the features recited In amended claim 1 {from which claims 7-12 depend). Not only do 
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the Beoesl patents not teach all of the feature mated in claims 1 and 2 : the Banes! paints 
also do not teach or surest all of the limitations recited In claims 7-12. Furthermore, ihera is 
no evidence thai the skilled artisan considering the Benesi patents and other prior art would 
have considered the ^bpct matter recited In claims M2 obvious as of the app!tea8oo's filing 
dsie.. No prima facia case of obviousness was mnds in She instant action, and none exsts 
relative to the ponding claims (as amended) based on the combination of the applied 
publications, 

The action admits thai the Senasi patera do not bach or suggest &\\ of the features 
recited in elslrns 7-12, The action. however, summary asserts that the disclosure In the 
Benasi patents is "broad* and that the "usa of the system disclosed by Banes* to process the 
slurry [recited in the rejected claims] would have been readily apparent to those skilled 'm the 
art" The Action at p. 4 THe action estes no evidence In support of these assertions. 

The action also does not Idaotiiy whamin each end every feature recited in claims 
12 Is disclosed in the prior art {i.e., in tha appliod references or within the knowledge of Ihe 
ordinarily skied artisan), m contravention of Br parfe Levy, 17 USPQ2d at 1462, The action 
also does not identify any showing of a suggestion, motivation, or teaching to mom skilled in 
the art to make the precise combination racked m claims T-i g v in contravention at eatab^shec 
legal precedent raquirlng such a showing. See, fen Sop SamaA : 302 FM at 1320, 
Furthermore, the action doas not present a convincing fln$ of reasoning as to why a person of 
ordinary ski In the art would have found the invention recited in claims 7-12 to have been 
obvious in light of the "broad" teachings of the Benesl patents. Claims 7-12 define the slurry 
as, for example, products of a xylene isomers erystafeate process. Slurry products of a 
xylene isomers crystallisation process are sensitive to. anions other things, temperature 
changes. The Banes! patent does not teach She skilled artisan how its process could be 
modified to accommodate temperature^sensltsve slurries Furthermore, even If the Benesl 
patents taught such a modification, those patents do not provide the skilled artisan with any 
reasonable expectation that the modification would succeed relative to products of a xylene 
isomers crysieiilzation process, 

Given the various shortcomings described above, the sctsors has not set forth a prima 
fade case demonstrating the subtest matter recited in claims 7-12 Is obvious, Accordingly, 
the obviousness rejection of pending claims 7-12 Is traversed, and reconsideration and 
withdrawal of the rejection ere respectfully requested. 

In accordance with 37 CFR § 1104(c)(2), the PTO mmt designate as needy as 
practicable the specific parts of each supporting reference applied to establish a finding of 
obviousness. Section 1.104(0}$} also states that ;c |t|he pertinence of each reference, if noi 
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apparent, must be dearly explained and each rejected claim specified; It Is respecfcMSy 
submitted that the outstanding official action doos not dearly explain the pertinence of. each 
reference and the specific pans, thereof applied to support the section 103(a) rejections. 
Indeed, the sctlon does not even explain the pertinence of the references applied to support 
the ant^paiton refections other than to direct the applicants to "the Figured In each of the 
Benesl patents and the "slurry filter units* in the Hansen patent. Accordingly, It Is respectfully 
submitted that the action does not comply with section 1.104(c)(2) and, therefore, the action Is 
incomplete under 37 CFR § 1 .104(b). Nevertheless, the applicants are submitting the 
foregoing response in a good faith effort to advance prosecution of the application.. Having 
issued an Incomplete action, the applicants respectfully request that the nexl action en the 
meets be mace con-final. 



In view of the foregoing, entry of amendments to the specification and drawings, 
cancelation of claims 3 and 4. entry of the amendment to claim 1, reconsideration and 
withdrawal of the rejections, and allowance of pending claims 1< 2 f 5-16. and 40-48 arc 
respectRiily requested. 

Should the examiner wish to discuss the foregoing, or any matter of form or 
procedure in an olfori to advance this application to allowance, the examiner ts urged to 
contact the undersigned attorney. 



CONCLUSION 
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